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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114 was filed in this 
application after appeal to the Board of Patent Appeals and Interferences, but prior to a 
decision on the appeal. Since this application is eligible for continued examination 
under 37 CFR 1.114 and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
appeal has been withdrawn pursuant to 37 CFR 1.114 and prosecution in this 
application has been reopened pursuant to 37 CFR 1.114. Applicant's submission filed 
on June 7, 2006 has been entered. Claims 1-8 and 10-11 are pending. Claim 9 is 
canceled by applicant. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), 
which papers have been placed of record in the file. 

Specification 

3. The specification is objected to as failing to provide proper antecedent 
basis for the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). 
Correction of the following is required: 

a. Referring to claims 1. 7. and 10: 

The claim terminology, "first transmitted" or "first transmitting", does 
not disclose anywhere in the applicant's specification. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-8, 10-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kortesalmi et al (US 6, 427, 073). 
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a. Referring to claim 1: 

i. Kortesalmi teaches: 

(1) creating a database containing records which each 
contain a mobile equipment identity associated with a mobile station and at least one 
mobile subscriber identity [i.e., referring to Figures 6-8, a table 60 for storing the 
terminal identities (IMEI, columns 62 to 64) allowable to said subscriber identity 
(IMSI, column 61) is created in connection with the home location register HLR. 
An existing table, file or data base may alternatively be expanded to include the- 
data of table 60 (column 5, lines 28-35)], 

(2) the mobile station transmitting the mobile equipment 
identity associated with the mobile station and at least one mobile subscriber identity 
[i.e., Figure 7 illustrates subscriber authentication according to the invention. At 
stage 71 the centre MSCA/LR receives a subscriber identity IMSI and a mobile 
identity IMEI.sub.MS from a mobile station in connection with location up-dating 
(column 5, lines 64-67)], 

(3) checking whether there is a record in the database, 
which contains a mobile equipment identity corresponding to the mobile equipment 
identity transmitted by the mobile station, and if there is a record in the database, 
checking whether the record includes a mobile subscriber identity corresponding to the 
mobile subscriber identity transmitted by the mobile station, and, if there is no record in 
the database, producing at least a signal indicating that the mobile equipment identity is 
possibly a copied one [i.e, referring to Figure 7, At stage 72 an inquiry is sent to the 
home location register HLR by using the IMSI received. At stage 73 the MSCA/LR 
receives from the home location register a list of IMEI codes IMEI.sub.HLR 
corresponding to the IMSI. At stage 74 a check is made to see if IIV is in use, and 
if not, at stage 75 the MS location updating is accepted. If IIV is in use, a check is 
made at stage 76 to see if the IMEI.sub.MS sent by the mobile station is included 
in the IMEI.sub.HLR list sent by the home location register HLR, i.e. if it 
corresponds to one of the IMEI.sub.HLR identifiers sent by the home location 
register HLR. If this is the case, the MS location updating is accepted at stage 75. 
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Otherwise the location updating is rejected at stage 77 and the use of the mobile 
station is prohibited (column 6, lines 8-19). Furthermore, as shown in Figure 8, if 
IIV is not in use, the MSC/VLR sends to the mobile station an acknowledgement 

85 of accepted location updating. A positive acknowledgement 85 is also sent if 
the IM El. sub. MS sent by the mobile station corresponds to one of the 
IMEI.sub.HLR identifiers sent by the home location register HLR. A negative 
acknowledgement 86 is sent if IIV is in use for said subscriber and the 
IMEI.sub.MS sent by the mobile station does not correspond to any of the 
IMEI.sub.HLR identifiers sent by the home location register HLR (column 6, lines 
29-37). In the scope of Kortesalmi, the use of a copied SIM card refers to any 
technique of using fraudulently the SIM card data of another mobile subscriber 
(column 4, lines 33-35)]. 

ii. Although Kortesalmi does not clearly states if there is no 
record (or not correspond or match of identities) in the database, produce at least a 
signal (or acknowledgement), Kortesalmi does imply that a negative acknowledgement 

86 is sent if IIV is in use for said subscriber and the IMEI.sub.MS sent by the mobile 
station does not correspond to any of the IMEI.sub.HLR identifiers sent by the home 
location register HLR (column 6, lines 29-37), which indicates the mobile device may 
have been stolen or misused or illegal used. 

iii. It would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to: 

(1) clearly disclose and keep track of all the information 
about the mobile device or mobile identities within the storage or database since the 
use of a copied SIM card refers to any technique of using fraudulently the SIM card data 
of another mobile subscriber (column 4, lines 33-35 of Kortesalmi). 

iv. The ordinary skilled person would have been motivated to: 
(1) clearly disclose and keep track of all the information 

about the mobile device or mobile identities within the storage or database to prevent 
the unauthorized users from being accessed to the mobile device, 
b. Referring to claims 2 and 3: 
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i. These claims have limitations that is similar to those of claim 
1 part (3), thus they are rejected with the same rationale applied against claim 1 part (3) 
above. 

c. Referring to claim 4: 

i. Kortesalmi further teaches: 

(1) wherein step (3) is performed when the mobile station 
updates its location [i.e., Figure 7 illustrates subscriber authentication according to 
the invention. At stage 71 the centre MSC/VLR receives a subscriber identity IMSI 
and a mobile identity IMEI.sub.MS from a mobile station in connection with 
location up-dating (column 5, lines 64-67)]. 

d. Referring to claim 5: 

i. Kortesalmi further teaches: 

(1) wherein step (3) is performed at predefined intervals 
[i.e., referring to Figures 7 and 8, "performing at predefined intervals" is 
considered to be used in the subscriber authentication]. 

e. Referring to claim 6: 

i. Kortesalmi further teaches: 

(1) wherein the database is created in the home location 
register [i.e., two types of data bases are involved in the routing of calls. 
Subscriber data on all subscribers is stored in a home location register HLR 
permanently or semi-permanently, including information on the services the 
subscriber can access and the present location of the subscriber. An other type 
of register is a visitor location register VLR (column 1, lines 54-58)]. 

f. Referring to claim 7: 

i. This claim consists a mobile system to implement claim 1 
and is rejected with the same rationale applied against claim 1 above. 

g. Referring to claim 8: 

i. This claim has limitations that is similar to those of claim 2, 
thus it is rejected with the same rationale applied against claim 2 above. 

h. Referring to claim 10: 
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i. This claim consists an element of a mobile network to 
implement claim 1 and is rejected with the same rationale applied against claim 1 
above. 

i. Referring to claim 11: 

i. Kortesalmi further teaches: 

(1) wherein the database is located within the element 
[i.e., when a subscriber contract is drawn up, the subscriber is allocated a secret 
subscriber authentication key (K.sub.i) and an international mobile subscriber 
identity (IMSI). K.sub.i is stored in a GSM network element serving this purpose 
and called the authentication centre (AUC), associated with or connected to the 
subscriber home location register (HLR) (column 2, lines 6-12 of Kortesalmi)]. 

Response to Argument 
6. Applicant's arguments filed June 7, 2006 have been fully considered but 
they are not persuasive. 

Applicant argues that: 

In Kortesalmi, no true IMSI check is performed. Thus, Kortesalmi failed to 
disclose, teach or suggest checking whether there is a mobile subscriber identity 
corresponding to a mobile subscriber identity first transmitted by a mobile station after 
checking of the existence of a database record. Thus, Kortesalmi also fails to disclose, 
teach or suggest producing at least a signal indicating that the mobile equipment 
identity is possibly a copied one, if the check if failed. 

Examiner still maintains that: 

Performing an action such as transmitting data/identity or first transmitting 
data/identity is inherently and well known in the art. In fact, no where in applicant's 
specification discloses this particular sequence of a mobile subscriber identity first 
transmitted by a mobile station. This is a lack of antecedent basis which can construe 
as new matter and is objected for failing to provide proper antecedent basis for the 
claimed subject mater. Furthermore, according to applicant's invention, it is noted that 
the features upon which applicant relies in the specification paragraph 001 1 (i.e., a first 
comparison is performed by checking whether the equipment identity transmitted 
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by the mobile station to the network infrastructure exists among the equipment 
identities already in said database, and if it exists, another comparison is performed to 
see whether the mobile station has the same subscriber identity as the mobile stations 
having said identical equipment identity in the network infrastructure database, and if it 
has, the operation of the mobile station is continued) is not equivalent to "checking 
whether there is a mobile subscriber identity corresponding to a mobile subscriber 
identity first transmitted by a mobile station after checking of the existence of a 
database record." 

Thus, Kortesalmi teaches the claimed subject matter. In fact, Kortesalmi 
teaches the invention relates to a method and an equipment of preventing the misuse 
of a copied subscriber identity in a mobile communication system. The use of a 
subscriber identity is restricted to predetermined terminals, each having an associated 
equipment identity in such a way that: a number of allowable equipment identities is 
defined for at least one subscriber identity, and a data base linking said subscriber 
identities and the equipment identities allowable to them is created; the terminal 
sends (i.e., transmits) the terminal user subscriber identity and its dedicated 
equipment identity to the rest of the system; the rest of the system compares 
whether the equipment identity sent is allowable to the subscriber identity sent; as a 
response to the equipment identity sent being allowable to the subscriber identity sent, 
the use of the terminal is permitted, and otherwise the use is denied (see Kortesalmi's 
abstract). Referring to Figure 2, the authentication centre AUC comprises a data base 
20 for storing the authentication key K.sub.i of each GSM network subscriber. The 
subscriber K.sub.i may be retrieved from the data base 20 by using the mobile 
subscriber identity IMSI as index. Furthermore, referring to Figures 6-8, a table 60 for 
storing the terminal identities (IMEI, columns 62 to 64) allowable to said subscriber 
identity (IMSI, column 61) is created in connection with the home location register HLR 
(i.e., database. An existing table, file or data base may alternatively be expanded to 
include the-data of table 60 (column 5, lines 28-35). In addition, Figure 7 illustrates 
subscriber authentication according to the invention. At stage 71 the centre MSCA/LR 
receives a subscriber identity IMSI and a mobile identity IMEI. sub. MS from a mobile 
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station in connection with location up-dating (column 5, lines 64-67). Although 
Kortesalmi does not clearly states if there is no record (or not correspond or match of 
identities) in the database, produce at least a signal (or acknowledgement), Kortesalmi 
does imply that a negative acknowledgement 86 is sent if IIV is in use for said 
subscriber and the IMEI.sub.MS sent by the mobile station does not correspond to any 
of the IMEI.sub.HLR identifiers sent by the home location register HLR (column 6, lines 
29-37), which indicates the mobile device may have been stolen or misused or illegal 
used. Besides, Kortesalmi does not need to disclose anything over and above the 
invention as claimed in order to render it unpatentable or anticipate. A recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claimed limitations. 

For the above reasons, it is believed that the rejections should be 

sustained. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Thanhnga (Tanya) Truong 
whose telephone number is 571-272-3858. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Kim Vu can be reached at 571-272-3859. The fax and 
phone numbers for the organization where this application or proceeding is assigned is 
703-872-9306. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose telephone 
number is 571-272-2100. 
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